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Successful high technology companies recognize that a comprehensive intellectual
property portfolio can be of substantial value. One key component of the intellectual
property portfolio is patents. A patent is a right granted by the government that allows a
patent holder to exclude others from making, using, selling, offering to sell, or importing
that which is claimed in the patent, for a limited period of time.

In view of this right many companies recognize that a well-crafted patent portfolio may
be used for a variety of objectives, such as bolstering market position, protecting research
and development efforts, generating revenue, and encouraging favorable cross-licensing
or settlement agreements. For companies that have developed original technology, a
patent provides a barrier against a competitor’s entry into valued technologies or markets.
Thus, many companies that have developed pioneering technology or major improvement
solutions are eager to obtain patent protection. However, to develop an effective patent
portfolio, a company should first devise a patent portfolio strategy that is aligned with the
company’s business objectives.

A patent portfolio strategy may vary from company to company. Large companies that
have significant financial resources often pursue a strategy of procuring and maintaining a
large quantity of patents. These companies often use their patent portfolios for offensive
purposes, e.g., generating large licensing revenues for the company. For example, IBM
generates close to $1 billion dollars a year from licensing its patent portfolio. In contrast,
for most start-up companies, developing and building a comprehensive patent portfolio
can be prohibitively expensive. However, with an understanding of some basic principles
of patent strategies and early planning, a start-up company can devise and execute a
patent strategy to develop a cost-effective patent portfolio. For example, a start-up
company can develop an effective patent portfolio by focusing on obtaining a few quality
patents that cover key products and technologies, in

alignment with their business objectives.

For technology-based companies the major steps of designing and executing patent
strategies are:



—

Identifying your business goals and areas of technology to be protected

Evaluating company assets

Developing a patent strategy for protecting the technology in view of the your

goals.

4. Implementing the patent strategy and seeking meaningfully broad patent coverage
when patent filings are made.

5. Managing your patent portfolio.

bl

Any patent strategy involves a development phase and a deployment phase. The
development phase includes evaluation of patentable technologies and procurement of
patents. A deployment phase includes the competitive analysis, licensing, and litigation of
patents.

Identifying your business goals and areas of technology to be protected

Starting the development phase, the patent strategy identifies the key business goals of the
company. Clear business goals provide a long-term blueprint to guide the development of
a valuable patent portfolio. In particular, the company should:

o List the business, technology, and product goals for the company.

o Identify key industry players (competitors, partners, customers).

o Identify technology directions (within company and within industry).

e Determine whether a patent portfolio be used offensively (i.e., asserted against
others; revenue generation, etc.), defensively (i.e., used as a shield or counterclaim
against others who file suit first), for marketing purposes (i.e., to show the outside
world a portfolio to demonstrate company innovation), or a combination of these.

o Align goals, industry information, technology information, and core portfolio use
strategy.

At this point TRIZ Benchmarking and Function-Oriented Search (FOS) provide a
valuable input that regular marketing and information researchers usually ignore.
Bridging from a list of specific core functions to a number of generalized functions and
performing the search there allows to reveal new businesses, technologies and industries
that might be an active arena for your patent strategies in regards to protecting IP,
potential infringement cases and licensing. Identification of business MPV during the
analysis will provide an input for working with functional MPV

Evaluating company assets

With the goals identified, the evaluation process begins by mining and analyzing
intellectual assets within the company. In this process, a company organizes and evaluates
all of its intellectual assets, such as its products, services, technologies, processes, and
business practices.

o Identify the intellectual assets. To help determine this, gather and organize
documented materials. Examples of documented materials include business plans,
company procedures and policies, investor presentations, marketing presentations
and publications, product specifications, technical schematics, and software
programs. It may also include contractual agreements such as employment



agreements, assignment and license agreements, non-disclosure and
confidentiality agreements, investor agreements, and consulting agreements.

o Identify the anticipated life span for each intellectual asset.

o Identify the market for each intellectual asset.

o Identify products/product lines incorporating each intellectual asset.

o Identify those intellectual assets best suited for patent protection.

When it comes to the analysis of the anticipated life span and physical limits of the
corporate intellectual assets different parts of the pragmatic S-curve analysis can provide
a substantial input into the integrated index of IP assets evaluation. It is effective to apply
S-curve analysis for several Main Parameters of Value.

The evaluation phase also provides an opportunity to determine whether a patentability or
patent clearance study is necessary. Such studies are used to determine the scope of
potentially available protection or whether products or processes that include or use an
intellectual asset potentially infringe third-party rights. This evaluation may also involve
identifying company strengths with regard to its patent portfolio as well as potential
vulnerable areas where competitors and other industry players have already established
patent protection.

While the evaluation phase is in progress, the company can move into the procurement
phase. In the procurement phase of the patent strategy, a company builds its patent
portfolio to protect core technologies, processes, and business practices uncovered during
the audit phase. Typically, a patent portfolio is built with a combination of crown-jewel
patents, fence patents, and design-around patents.

Crown-jewel patents are often blocking patents. One or more of these patents is used to
block competitors from entering a technology or product market covered by the patent.
Fence patents are used to fence in, or surround core patents, especially those of a
competitor, with all conceivable improvements so the competitor has an incentive to
cross-license its patents. Design-around patents are based on innovations created to avoid
infringement of a third party patent and may themselves be patentable.

Different companies may choose different directions depending on their objectives and
capabilities. For most start-ups, costs for pursuing patent protection are a concern because
financial resources are limited. Hence, most start-up companies begin the procurement
phase by focusing on procuring one or more crown-jewel patents, while large corporation
may choose to entertain a strategy that involves fence patents, etc.

Typically crown-jewel patents belong to Stage 1 or the Transitional stage of the S-curve
for a specific MPV while fence patents are usually associated with Stages 2 and 3.

Developing a patent strategy for protecting the technology in view of the your goals.

Once the areas of technology have been identified, it is necessary to tailor a strategy for
protecting the technology. This often-ignored step is of critical importance.

Although the strategy usually involves appropriate partitioning of the areas of innovation
into specific inventions to be made the subject of patent applications, sometimes it is
desirable to refrain from filing to protect an invention, unless the invention has been



further developed or is about to be commercialized. Additionally, foreign-filing
considerations often affect the timing of filing of patent applications in the United States.
For example, when a client has an ongoing development program in one area of
technology, it may make sense to file an early United States provisional application to
seek the first possible toehold for protecting such innovations. However, before the first
anniversary of this initial filing (when foreign filings must be made in order to obtain the
benefit of the United States filing date), the client may be able to file an expanded United
States application covering additional innovations since the initial filing, and then base its
foreign filings on the expanded application rather than on the initial application.

Such a strategy may enhance the opportunity for broad foreign coverage while
maximizing the chances for significant and early domestic coverage.

When formulating a patent strategy, the business and technological objectives of the
company are as important as the legal considerations. For instance, looking to license the
technology will require a patent prosecution strategy different from that of seeking to
prevent competitors from copying its technology. An elaborate foreign-filing strategy is
worthless to a company whose budgetary constraints prohibit such expenditures. On the
other hand, a client with only domestic product sales and no foreign sales ambitions
might still benefit from foreign patent coverage if licensing of the technology or sale of
the client's business are reasonable prospects. Similarly, once the question is squarely
posed, a company may decide that the commercial exploitation of a particular area of
technology lies beyond its business mission and that it should concentrate its resources in
protecting areas of technology closer to its core business. For some market-oriented
clients, it is important to focus on developing a trademark portfolio in tandem with a
patent portfolio. The patent strategies should be developed taking into considerations all
these nuances.

Often, differing business requirements lead to differing patent strategies even where the
legal and technological circumstances may appear to be similar. For example, one
company having an invention in a technologically crowded field may decide that the dim
prospect for broad patent coverage cannot justify the expense of preparation and
prosecution of a patent application, whereas another company - perhaps with a desire to
bring a new product into the marketplace - may decide that even relatively narrow patent
coverage may give it a business edge over the competition.

There is a number of strategies that are widely used in patent practice. Many of them can
be enhanced with TRIZplus approaches:

N | Type of Patent Strategy TRIZplus Tools

1. | The Antidote Strategy Function Analysis, Cause-
Effect Chain  Analysis,
Trimming, FOS

2. | The Picket Fence Strategy S-Curve Analysis, Trends
of Evolution, FOS, Reverse
Contradiction Analysis

3. | The Tall Gate Strategy S-Curve Analysis, Trends
of Evolution, MPV
Analysis

4. | The Submarine Strategy (old and new) Trends of Evolution, FOS




5. | The Counter-Attack Strategy FOS, Reverse Contradiction
Analysis, Semantic Tools

6. | The Stealth Counter-Attack Strategy FOS, Reverse Contradiction
Analysis, Semantic Tools

7. | The Patent Busting (through Trimming) Function Analysis, Cause-
Effect Chain  Analysis,
Trimming

8. | The Patent Busting (about the Doctrine of | Function Analysis, FOS
Equivalents and Prosecution History Estoppel)

9. | The Blanketing Strategy FOS, Trends of Evolution
10. | The Bargaining Chip Strategy Trends of Evolution
11. | The Cut-Your-Exposure Strategy FOS

Table 1.

Foreign filing strategies are mainly based on the legal aspects and are not discussed in
this article, It is worth mentioning however that the expense of pursuing foreign patents
often makes it difficult to decide the countries in which to pursue protection. Some of this
cost can be postponed by using the Patent Cooperation Treaty. A foreign filing strategy
should consider the location and nature of potential licensees and potential defendants,
and may focus on where an infringing product is likely to be made or where it is likely to
be used. Any company considering filing patent applications abroad should pay strict
attention to the applicable foreign filing deadlines, which are quite different from those in
the United States. An aggressive foreign filing strategy for trademarks can sometimes be
an effective complement to a foreign patent strategy. In carrying out a foreign filing
strategy, a company should make extensive use, where appropriate, of the Patent
Cooperation Treaty and the European Patent Convention, to delay and sometimes reduce
the substantial expenses of filings overseas.

Implementing the patent strategy and seeking meaningfully broad patent coverage when
patent filings are made.

Once a patent strategy has been formulated, its implementation will depend in large part
on the skill with which patent applications are prepared and prosecuted. Although it is
often not difficult to obtain some patent coverage, there is nevertheless considerable
challenge in obtaining meaningfully broad patent coverage. The scope of a patent is
measured by the breadth of its claims, and consequently, it is necessary to devote early
and continuing attention to the scope of the claims in the application drafting process.
While some individuals view a patent application as a technical disclosure to which
claims have been added, the shape and wording of the claims affect the shape and
wording of the technical description that forms a part of the application.

Also in the deployment phase, the company may incorporate the licensing process. Here,
the company

determines whether to license or acquire patents from others, particularly where the
patent portfolio is lacking protection and is vulnerable to a third-party patent portfolio.
Alternatively, in the licensing process the company determines whether to license or
cross-license its patent portfolio to third parties.

Managing your patent portfolio




As patent applications are filed and begin to mature into issued patents, it is important for
a company to be able to track the status of its growing portfolio. One of the reasons
patents are important is that a patent portfolio shows potential investors, customers,
competitors and licensees that a business has taken steps to protect its investment in
research and development. Indeed, without implementing some sort of intellectual
property protection, a full return on a business's investment in research and development
will probably not be realized, as competitors can skip their own research and development
costs and cut into the business's profit margins.

Thus, a patent portfolio can be a prized property for a company and, like any valuable
asset, should be carefully maintained.

The development and maintenance of a patent portfolio usually call for attention to
potential licensing transactions. Aside from the contractual and business issues in these
types of transactions, important validity and infringement questions can arise. A company
that is well prepared can often dramatically reduce the risks of patent infringement claims
and lawsuits. Designing around a patent and obtaining a formal clearance opinion are
two ways of reducing the risk of a patent infringement claim.

TRIZ together with problem analysis and semantic tools are powerful instruments for
patent strategies development. It is necessary to further sharpen algorithms and
recommendations on using specific TRIZ tools for specific strategic IP objectives.

A special attention in IP strategies development should be paid to the Doctrine of
Equivalents and its substitutes.

While patents are actually legal documents that describe the exclusive rights granted by
the government to the named inventors or entities, for strategic planning purposes patents
can be viewed as a basis used in a variety of modern business scenarios. In virtually every
situation a patentee’s interests are best served if the effort results in securing
commercially valuable patents. The commercial impact of a patent largely depends on its
scope. The patent scope outlines the boundaries of the patent’s claims and primarily
determines its strength and market grasp. That is why drafting a comprehensive patent
application with a broad and omni-covering scope is very desirable, but at the same time,
very difficult and expensive.

First of all, it is impossible for a patent applicant to anticipate every unsubstantial variation
that a competitor might try, let alone to articulate in general and abstract terms every
detail of a genuinely new invention. Copyists would need only identify a single weakness
in a claim and then would be free to adopt the relevant variation and infringe with
impunity. And inadvertent infringers too, would from time to time stumble into

variations that, due to a failure in the original claim language, would also happen to fall
outside the patent’s scope. We should remember here that unlike trade secret law, patent
law does not tolerate independent inventions. An infringer who innocently stumbles

into a patent’s scope is subject to legal liability, just like an infringer who knowingly
enters that same domain. Of course, damages in the latter case are typically higher, at
least if the copyist has been shown to have acted willfully.

Secondly, even if an applicant tried to compose a perfect patent description with a
broad scope including all the possible variants that are within reach, it would require



substantial time and money and still would not guarantee a bulletproof patent even

with more inclusive claims. Sophisticated firms with real

money on the line nevertheless routinely fail to craft literal claims that properly articulate
their inventive accomplishments and, simultaneously lose time and momentum for
introducing those accomplishments to the market.

To address these issues patent holders have at their disposal a number of both law-based
and judiciary-created mechanisms by which to expand patent scope beyond the original
contours and to file a strong patent application faster and at a lower cost. These
mechanisms are Doctrine of Equivalents, Reissue Proceedings and Continuations.

Under the Doctrine of Equivalents, a patent owner can, in the context of an infringement
action, ask the court to reinterpret the claim language to cover not only that which the
claim literally describes, but also similar solutions that perform substantially the same
function, in substantially the same way to obtain substantially the same results.

Under Reissue Proceedings a patent holder can turn to the Patent Office and, albeit subject
to some serious restrictions, ask that new language be considered. As the result of the
action, the scope of the patent can broaden. Yet another mechanism of Continuations
allows the applicant to submit new claims that will under certain circumstances be treated
as if they were submitted at the time of the original application.

One way in which the Doctrine of Equivalents, Reissue Proceedings and Continuations
applications reduce application costs is by reducing the pressure to write perfect literal
claims. These mechanisms are safety nets, and they to varying degrees stop a wasteful
arms race in which copyists spend excessively on meaningless attempts to skirt literal
claim language and applicants respond by upping the ante with respect to their attempts
to craft the ideal phrase. The Doctrine of Equivalents is likely the most effective

of the above-mentioned mechanisms because it obviates the need to ever actually
write the necessary claim language. Under the other mechanisms, an inventor must
spend some money updating his claim terms every time a new literal loophole is
discovered, although perhaps not too often if copyists anticipate this pattern and

decide that short windows of permissible infringement are not sufficiently worthwhile.

Another way in which these mechanisms reduce costs is by allowing applicants to
postpone some of the work of scope articulation. This has value for two reasons. First,
a system that allows for gradual investments in refinement also allows for resources to
be conserved in instances where the patented technology turns out to be a commercial
dud. Failures like this are surprisingly common — many patents are revealed to be
worthless within a few years after issuance- and so the savings here can be

significant. Second, because it is typically easier to articulate the essence of an
invention after experience has made clear the technology’s core attributes, delay is
valuable simply because it gives inventors more time to gain experience with their
inventions. Consider, for example, how difficult it would have been 20 years ago to
describe the Internet in clear but abstract terms, and then compare that with the
difficulty of undertaking this task today, when e-commerce, blogging and other online
activities have rendered clear the technology’s central features.

Though the Doctrine of Equivalents, Reissue Proceedings and Continuations may
overlap and substitute each other sometimes there are specific nuances for
each of those mechanisms. For example, like original claim drafting itself, the Reissue



Proceedings and Continuations applications require that an inventor write

appropriate literal language early in the inventive process. This is in sharp contrast to
the Doctrine of Equivalents which typically applies years later, when there is an actual
controversy at hand. Reissue is the most limiting on this score: it can only be used to
expand claim scope during the first two years after patent issuance.

The Continuations are not very flexible either. The first Continuation application

must be filed before the associated before results in an issued patent, and that first
continuation will typically run within a few years. An applicant can file additional
continuations after the first one, and in theory the chain can proceed without end, but in
practice an applicant must have some plausible reason to keep a continuation alive or
the Patent Office will reject it.

The Reissue Proceedings and Continuation Applications cannot possibly offer protection
as broad as that available under the Doctrine of Equivalents, simply because a finding of
equivalents is retroactive whereas these other mechanisms are largely forward-looking.
When a court announces that some accused product is equivalent to the patent

invention, the remedies available are exactly the ones that would have been available had
the accused product literary infringed. In both cases, the infringer is liable for

damages for past infringement. In both cases, the infringer is subject to injunction relief
with respect to any on-going activities. By contrast, when claim scope is expanded
during the reissue proceedings, damages cannot be collected for past transgressions that
infringe the new claim but not the old ones. And even more important, the court has the
authority to permit continuing acts of infringement “under such terms as the court
deems equitable for the protection of investments made or business commenced before
the grant of the reissue”.

Continuation Applications similarly let slip a class of infringers. Claims included in a
Continuation Application are effective on a forward-looking basis and — except

in specific circumstances — cannot be used to recover for activities that occur before the
continuation patent issues. The specific circumstances under which the Patent Act

does allow a patent holder to recover for infringements that take place after a
Continuation Application is published but before the application matures into an

issued patent. However, infringements are actionable under this rule only if (a) the
infringer had actual notice of the published Continuation Application and (b) the
invention claimed in the ultimate patent is “substantially identical” to the invention
claimed in the published Continuation Application.

And lastly, to complete the picture. Many patent doctrines work to define the

balance of power between the Patent Office on the one hand, and the courts on the
other. The Doctrine of Prosecution History Estoppel, for example, empowers the
Patent Office to extract from a patent applicant certain concessions that will bind that
applicant even if a court later determines the concessions were unnecessary. The
Doctrine of Equivalents meanwhile empowers the courts to broaden patent scope
beyond the contours originally deemed appropriate by the Patent Office.

We will discuss the application of several the most important tools: Function Analysis,

Trimming, Cause-Effect Chain Analysis, Function-Oriented Search and Trends of
Engineering System Evolution.

Function Analysis and Trimming



Function Analysis is an analytical tool that identifies functions, their characteristics, and
the cost of system and supersystem components. Function Analysis is significantly
more powerful than a component focused approach. It opens many new innovation
possibilities by developing a function model of the system. This leads to multiple design
options that significantly increase our ability to improve the system.

Trimming is an analytical tool for removing (Trimming) certain components and
redistributing their useful functions among the remaining system or supersystem
components. Trimming is based on improving a system by reducing the number of
components and simplifying the system. System value is increased by eliminating
components, thereby reducing costs and preserving or improving overall functionality.
Trimming offers multiple options for eliminating the same component. These options
represent a spectrum of possible innovations — from incremental to more radical &
fundamental.

Function Analysis is a cornerstone of many patent strategies enhancement with TRIZ
and plays a really special role for the Doctrine of Equivalents, Reissue

Proceedings and Continuations. One of the major FOE criterion is performing
“substantially the same function” that is why to clearly understand the function
model of a competitive invention is critical for both the substitution approach and
the trimming techniques for circumventing purposes.

Cause — Effect Chain Analysis (CECA)

CECA is an analytical tool that was designed to identify key disadvantages of the
engineering system. The key disadvantages that are responsible for surface (target)
problems. The Key Disadvantages are formulated at a fundamental level — in
terms of their physical, chemical, geometric, and biological essence. Identifying and
solving the problems at this level eliminates all surface problems.

CECA finds a broad application in:

e patent umbrella development
e competitive patent circumvention when the DOE is an issue

Solving key problems as well as problems in the middle of the chain helps to generate a
plethora of solutions from very different areas that together will make a diverse and
strong patent umbrella blocking any other way to resolve the target problem.

Another application of CECA that is worth mentioning is competitive patent
circumvention for professes, especially when it is done by mere substitution

(no trimming) and the Doctrine of Equivalents may be a threat. It should be kept in mind
that DOE is applicable when an allegedly infringing solution performs “substantially
the same function in substantially the same way to obtain substantially the same result”
Having a function model as a starting point, CECA allows to arrive to performing a
totally different function and to achieve the same or better results. This approach is
especially strong in combination with Function-Oriented Search (FOS).



Function-Oriented Search

Function-Oriented Search (FOS) is a problem solving tool based upon

identifying existing technologies worldwide, using function criteria. Industries

face similar engineering challenges, but the similarities are not obvious because the
industries where the challenges appear are often completely different. In industries
where similar challenges are critical, more resources (manpower, capital, and time) are
allocated to address them. Solutions therefore exist — but are not readily apparent or
applicable to other industries. FOS removes the industry-specific limitations of a
potential solution, and uncovers possibilities, regardless of the source industry. It allows
capitalizing on investments made in other industries. It also breaks psychological
barriers for acceptance of new technologies, because there is already proof that the
recommended solution will work.

Combing CECA and FOS results in either performing a different function or
performing an old function in a totally different way (a different principle of operation)
or both that makes DOE analysis helpless and non-applicable.

Trends of Engineering System Evolution

Trends of Engineering System Evolution (TESE) are statistically proven directions of
engineering system development. They describe the natural transitions of engineering
systems from one state to another. These directions are statistically true for all
categories of engineering systems. Analysis of historical patterns of engineering systems
evolution and the world’s patent collection has revealed statistically proven

trends in the development of engineering systems. Applying these trends enables
innovation to be more productive, more predictable, and therefore, less risky.

Trends of Engineering System Evolution can be a powerful instrument if

properly used in combination with Reissue Proceedings and Continuations. There were
a number of cases when an initial patent application contained a part of the general
description of several trends applied to the main function of the system protected by the
patent and/or its major parts. If some recommendations and rules of descriptions were
observed it gave a legitimate reason for initiating both Reissue applications as well as
Continuations.

Trends of Engineering System Evolution can be effectively used for development of
patent firewall strategies and are second to none for composing dependent claims
for a patent application. There is a special technique that includes:

e breaking an independent claim into parts

e applying trends to those parts and developing a forecast of their development
e drafting a number of dependent claims based on the forecast

Intellectual property (IP) assets, like any other asset, must be properly managed to



maximize a company’s return on investment. The returns are more easily maximized
when an IP portfolio has been strategically structured to match the company’s business
model and objectives. The identified strategies should be equipped with a powerful
implementation and deployment arsenal of approaches.

The major concepts of this work were published in the proceedings of:

1. TRIZCON 2004, Seattle, USA
2. ETRIA, TRIZ Future 2005, Graz, Austria
3. ETRIA, TRIZ Future 2006, Kortrijk, Belgium



Recommendations and Conclusions on the qualification work of Sergei Ikovenko
“TRIZ Application for IP Strategies Development”

Thesis Advisor Simon Litvin, PhD, TRIZ Master

Objectives

The objectives of the submitted work are to develop a system of algorithms and
recommendations on using TRIZ for development of various Intellectual Property (IP)
strategies for both competitive patent circumvention as well as enhancing the existing IP
portfolio.

Scientific Approaches

The scientific approaches used in this research work were analysis of TRIZ and TRIZplus
tools and methods (Function Analysis, Cause-Effect Chains Analysis, S-curves and
Trends of Engineering System Evolution, Function-Oriented Search and others) in
conjunction with patentability infringement criteria of the Patent Law. The applicant
conducted a research of Doctrine of Equivalents (DOE) patent practices and the
applicability of TRIZ tools to instrumentally design a set of algorithms and
recommendations.

Major Results

The submitted work offers step-by-step guidelines and recommendations for crafting IP
strategies depending on the business objectives. The Doctrine of Equivalents is the most
sensitive issue of the infringement practices. S. Ikovenko developed a multi-prong
approach of handling DOE effectively using TRIZ. There are algorithms for TRIZ usage
developed for “submarine” strategy, “fence”, “tall gate” and other standard patent
approaches.

The developed piece of the methodology allows to connect TRIZ tools with specific
recommendations on [P strategies that makes it much easier and much more
straightforward to enhance the business impact with TRIZ solutions.

Novelty

The novelty of the approach is multi-facet:

- for the first time ever it allows to apply S-Curve Analysis for development of IP
strategies both addressing the competition and strengthening your own I[P
portfolio;

- absolutely new method of competitive patent circumvention is a combined use of
the Prosecution History Estoppel (PHE) and Function-Oriented Search. PHE
analysis allows to navigate around the Doctrine of Equivalents and shorten time-



to-market of new engineering solutions by freely substituting components of the
independent claims instead of trimming them;

- development of the dependent claims using Trends of Engineering System
Evolution as well as patent “umbrellas” and “firewalls”. Using Cause-Effect
Chains Analysis for this purpose is another interesting aspect of using TRIZ for
IP development and protection.

Practical Applicability

The developed method can be and has been very successfully used in various projects
for different leading corporations worldwide — Dior, Nippon Steel, Whirlpool,
Siemens, Chiquita, and others.

Many parts of the method were presented at a number of international conferences
and taught at TRIZ seminars at INA, Intel, General Mills, etc. The Whirlpool TRIZ
specialists successfully used it to circumvente a competitive Siemens-Bosch patent,
got the freedom to operate and avoided an infringement lawsuit.

The commercial department of Swiss Patent Office uses the method after S. Ikovenko
conducted training seminars there in 2003.

GEN3Partners effectively uses the method in current consulting practices.

Conclusions

I think that the presented work of S. Ikovenko is a considerable contribution to
development of TRIZ applications. It is of interest to many practicing TRIZ
consultants, problem solvers, as well as patent engineers and engineering strategists,
and it fully corresponds to the requirements of the “TRIZ Master” qualification.

Simon Litvin, PhD, TRIZ Master
Vice President and Chief Scientific Offices
GEN3Partners



OT13bIB
0pUIHATBLHOTO ONIOHEHTA
Ha KBaJu(pukanuoHny padory Cepres SIkoBeHKO
"IIpumenenue TPU3 nuist mocTpoeHns 3alIUTHI HHTEJLVICKTYaJIbHOM

co0CcTBeHHOCTH"

B kauectBe paboTel Ha couckanue kBanupukauuu «Mactep TPU3»
C.AxoBenko mpencrabieHa MoHorpadus "llpumenenne TPU3 s moctpoeHus
3alUThl WHTEJUIEKTYallbHOM COOCTBEHHOCTH' M COOpHUK MPOEKTOB (3a1ady U
pellIeHn ), HWIUTFOCTPUPYIOLUX IPUMEHEHHE pa3paObOTaHHON METOIUKU.

IIpu peueH3zupoBaHMM JaHHas HayyHas paboTa OLIEHMBAJIACh IO CIEAYIOLIUM
OCHOBHBIM KPUTEPHSIM:

- aKTyaJbHOCTb TEMATHKH;

- HAy4HBIA YPOBEHb;

- IpaKTUYCCKasA IPUMCHUMOCTE U JOCTUTHYTBIC IIPAKTHYCCKHNEC PC3YJIbTAaThI

AKTYVaAJIBLHOCTD.

BoeinonHenHas paboTa mocBsieHa pa3padOTKe METOAMKU IO MCIOJIb30BaHUIO
TPU3 11 nocTpOeHUs 3alUThl UHTEUIEKTYaIbHON COOCTBEHHOCTH.

OcHoBHast 3amaya J1000N KOMIIAHMM B YCIOBHUSIX PBIHOYHONM SKOHOMUKH -
UCIOJIb30BaTh HHOBALIMIO JUUIS CO3JaHUSI KOHKYPEHTOCIIOCOOHOM MO3ULIMHU HA PBIHKE.
OpHako BO MHOTHX OTPacisxX MPOMBIIUIEHHOCTH 3TH C TPYAOM 3aBOEBaHHBIC
HO3ULMM  YSI3BUMBI JUII MMHUTALMM, TyOJUpOBaHUs, y MPOCTOrO MHUPATCKOIO
KOIMPOBaHUs. 3alllUTa MHTEJUIEKTYaJIbHOM COOCTBEHHOCTH NpUOOpeTaeT Bce Oosee
BaXHOE 3HAYEHUE ISl YTBEPKIACHUS HAJICKHOW KOHKYPEHTOCTIOCOOHOM MO3UIUU Ha
PBIHKE.

OAHOBPEMEHHO C 3TUM, JCHCTBYIOIIMNA MAaTEHT KOHKYPEHTOB MOXKET HaJ0Jr0

3a0JI0KHpPOBATh HCIIOJIb30BAHME TEPEOBOM TEXHOJOTMHM Ha (upme, 4To OyAer



Cepbe3HO TOPMO3UThH BBIBOJ Ha PHIHOK (PUPMOIl HOBBIX HPOAYKTOB WM CHU3UTH
IIPOU3BOACTBEHHBIE 3aTPATHI.

Pa3paboTka MeTOauKH [JIi TOCTPOEHHUS  3alllUThl  UHTEIUIEKTYaJbHOM
cooctBenHocTu Ha 6aze TPU3 npeacrasnsercs dpe3BbIuaiiHO aKTyalbHOM.

UTo KOHKpPETHO TMO3BOJIIET Mpe/JIoKeHHass MeTojauka. (OcoOeHHOCTh
NPEICTaBICHHOIO TOJIX0/1a COCTOUT B HCIOJb30BaHUM (DYHKIIMOHAJIBLHOTO aHAJIW3a,
MIPUYMHHO-CJIEJACTBEHHBIX LIENOYEK, 3aKOHOB pAa3BUTHA TEXHUYECKUX CHUCTEM,
CBEPTBIBAHUS U IPyrux HHCTpyMeHToB TPU3 ms:

—  00XoAa KOHKYPHUPYIOIINX TaTeHTOB;

—  YCWJIEHHS COOCTBEHHBIX MATEHTOB;

—  pa3pabOTKH «MATEHTHBIX 30HTUKOBY («IIaTEHTHBIX 3a00pOBY);

—  YCWIEHHsSI TMAaTeHTHBIX CTPAaTerdidi B 3aBUCUMOCTH OT IMOJIOXKEHUS

TEXHUYECKON CUCTEMBI Ha S — KpI/IBOﬁ UT.HO

Havy4HbIll YDOBEHD.

OnenuBasi Hay4YHBIH YPOBEHb, MOXKHO OTMETHUTh, YTO paboTa OCHOBaHa Ha
OTJIMYHOM BIJIQJICHMM aBTOPOM Kak HHCTpyMeHTapueM TPU3, Tak W HroaHCOB
NaTEHTHOTO 3aKOHOJATENbCTBA. EcCiM HCMONb30BaHME CBEPTHIBAHUS MJIsi 00XoAa
NaTEeHTOB JIOCTAaTOYHO MHTYUTHBHO, TO Prosecution History Estoppel nmpencrasmnser
co0ol aOCOJIIOTHO HOBBIM >(P(EKTUBHBIM MOAXOM AJISI HEUTpaau3aluu JTOKTPUHBI
HKBUBAJICHTOB.

Jlpyrue o4eHb MHTEPECHbIE MHTEPECHBIN aCMeKThl METOAMKHU - UCTOJIb30BaHUE
couetanusi Continuations u Reissue Proceeding ¢ 3akoHamMu pa3zBUTHSI TEXHUUYECKUX
CHUCTEM, a TaKXe€ aJrOPUTMOB JUJIsi MATEHTHBIX CTpPATErWid sl pa3HBIX ATAloB
S-KpuBOI.

Continuations, Reissue Proceedings, paccmarpuBaembie coBmecTHo ¢ 3PTC,
MO3BOJISIET YpPE3BBIYAHO S(PPEKTHBHO HCMOIB30BaTh ‘‘submarine” cTpareruu -
s dexTruBHEE, UeM JIT00bIe IPYTHe U3BECTHBIC METO/IBI.

Xotenoch OBl OTMETHTb, YTO METOAMKA pa3padoTaHa TMpPU YCIEUIHOM

BBITIOJTHEHUH KOHKPETHBIX MPOEKTOB Ha 0a3e BeIylIUX MHUPOBBIX (HUPM-



npousBoauTeneir — Mannesmann (Germany), Kao (Japan), Siemens (Germany),

Chiquita (USA), Dior (France) u np.

HosusHa pa3paboTaHHON METOIUKH:

— ucnojb3oBanue Prosecution History Estoppel B komOunamuu c
@yHKIMOHANBHO-OpueHTupoBaHHbIM [lonckom;

—  NPUYMHHO-CIICJCTBEHHBIC IIETIOYKM KaK HHCTPYMEHT s pa3pabdOTKH
«IATEHTHBIX 30HTUKOBY» («MATEHTHBIX 3a00POBY);

—  Continuations u Reissue Proceedings u 3akonoB Pa3Butus TexHuueckux
CucreMm Kak OCHOBa «submarine) cTpaTeruu;

—  Kareropusauus MaTeHTHBIX CTPATeruid sl pa3HbIX 3TANOB S-KPUBBIX;

—  HuBepcHbiit ®yHknmonanbHo-OpuenTupoBanHbiid [louck s pazpaboTku
MATEHTHBIX IIAT(HOPM.

IIpakTHyeckast 1IEHHOCTD.

[IpakTuueckas 1IEHHOCTh pa3pabOTKU OMpENEseTCs TEM, YTO OHa YXKe, Kak
ObUIO OTMEUYEHO BbIlIe, OMNPOOOBaHA TMpPH OYEHb YCHEIIHOM BBIMOJHEHUH
KOHKPETHBIX KOHCYJIbTAIIMOHHBIX MPOEKTOB: B pe3ynbTaTe mpoekToB ObLT 000iieH
P KOHKYpUPYIOINIMX  MaTeHTOB, a  TakKkKe  YKPeIUIeHbl  IaTEeHTHbIE
MO3UIINH/CTpAaTeTuu (PUPM-3aKa3dMKOB: MTOAaHbI 18 3asBOK, moMy4eHb! 14 MaTEHTOB,
MHOTHE U3 KOTOPBIX YK€ BOILIOIIEHBI B TOBAPAX, BBIMYIIEHHBIX HAa PHIHOK.

ABTOpOM OBUT pa3paboTaH W TPOBEACH PsA MPAKTUYECKUX U YUEOHBIX
CEMHUHApOB 10 TeMe aucceptanuu: Ha Boeing, Whirlpool , B IlatrentHoM BenomcTBe
MBeitiapuu 1 T.4. Chaymarend CEMUHAPOB YCHENIHO MPUMEHSI0 pa3padOTaHHYIO
metonuky - TPU3 rpynna Whirlpool (Mtanus) ycnemno o6omuia KOHKYpUPY O
nateHT Bosch-Siemens, uem cakonomuia 7 mutH. EBpo.

OnenuBasi MO NPUBENCHHBIM KPUTEPUSM BBITIOJHEHHYIO AHCCEPTAIIMOHHYIO
paboTy B IIEJIOM, CUMTAIO MPEICTABICHHYIO pa0OTy 3HAUMMbIM BKJIAJ0M B pa3BUTHE

TPU3.



ABTOpPY PEKOMEHAYETCS:
— JopaboTaTh airoput™M 1O pa3paboTKe AOMOJHUTENbHBIX IyHKTOB
dbopmyibl (0oJiee YeTKHE PEKOMEH IaI1H )
—  YTOYHUTb METOAMKY B 4YacTHM NPHUMEHEHHUS IPUYUHHO-CIIEICTBEHHBIX
LENOYEK I pa3pabOTKH "MaTeHTHBIX 30HTHKOB'".
B nenom nuccepranuoHHas paboTa SIBISIETCS CEPhE3HBIM IIArOM B PAa3BUTUU
meTonukn U ee aBTop - Cepreil SIKOBEHKO - 3acily’)KMBaeT IPHUCBOCHUS €My

kBanupukanuu «Mactep TPU3».

Bragumup Ilerpos

[Ipesunent Accoumanuu TPU3 Uzpanns,
Mactep TPU3
09.10.2006
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